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DETAILED ACTION 

1 . This action is responsive to communication: Application filled on 03 Oct. 2003. 

2. Claims 1-13 are pending in this case. Claims 1,8, 11, and 13 are independent 
claims. 

Claim Rejections - 35 USC § 101 

3. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claims 1, 8, 11, 12 and 13 are rejected under 35 U.S.C. 101 because the claimed 
invention is directed to non-statutory subject matter. The claimed invention is 
considered functional descriptive material (software), per se, which is not statutory. 

Functional descriptive material claimed in combination with an appropriate 
computer readable medium to enable the functionality to be realized is patent eligible 
subject matter if it is capable of producing a useful, concrete, and tangible result when 
used in a computer system. 
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Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 1 03(a) which fonns the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. Claim 1-13 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Friedman etal. (Pub. No.: US 2003/0208556 A1; Filling Date: Oct. 18, 1999) 
(hereinafter ' Friedman '), in view of Fuwa et al. (Pub. No.: US 2005/0102151 A1 ; 
Filling Date: Dec. 25, 2001) (hereinafter ' Fuwa '). 

In regard to independent claim 1, Friedman discloses a computer-implemented 
electronic product template method comprising 

receiving a user request to initiate a product design session using a selected 
template (0014, lines 1-7; Friedman discloses the user may selects any of a number of 
card templates stored in a database.) 

displaying the selected template to the t/ser (0014, lines 7-8), 

providing one or more tools allowing the user to change at least one component 
element of the template (0014, lines 9-12; 0015, lines 10-11; Friedman discloses the 
user is able to customize the card by adding text, handwritten notes, graphics, 
photographs and scanned data to the card.), and 

in response to each user change of a component element, associating the 
element identifier of the new component element with the product description identifier 
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and modifying the displayed template to reflect the change (0019, lines 1-9; Friedman 
teaches the modification to the card is viewed in a WYSIWYG format. It has been 
established and is well known to a person of ordinary skill in the art that the WYSIWYG 
format would allow the user to Immediately view the modifications to the card as they 
are made.) 

Friedman does not disclose expressly associating a product description identifier 
with a plurality of component element identifiers, each component element identifier 
identifying a component element of the selected template. 

However, Fuwa teaches associating a product description identifier with a 
plurality of component element identifiers, each component element identifier 
Identifying a component element of the selected template (0038 - 0039; Fuwa teaches 
how products are classified into broad categories (product description identifier), and 
each category is classified into sub-categories (component element identifier).). 

Therefore, at the time of the invention, it would have been obvious to a person of 
ordinary skill in the art to combine Friedman with Fuwa for the benefit of associating a 
product description identifier (product categories) with component element identifiers 
(product sub-categories). 
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In regard to dependent claim 2, Friedman does not disclose expressly the 
method of claim 1 further comprising 

using at least some of the element identifiers associated with the product 
description identifier as element identifiers of a different template, and displaying the 
different template to the user 

However, Fuwa teaches using at least some of the element identifiers associated 
with the product description identifier as element identifiers of a different template, and 
displaying the different template to the user (0038; Fig. 2; 0044; Fig. 3; Fuwa 
teaches/illustrates how sub-categories (element identifiers) of one template can be 
used as a sub-category on a different template.). 

Therefore, at the time of the invention, it would have been obvious to a person of 
ordinary skill in the art to combine Friedman with Fuwa for the benefit of associating a 
product description identifier (product categories) with component element identifiers 
(product sub-categories). 

In regard to dependent claim 3, Friedman discloses the method of claim 2 
wherein the different template is template for a different side of the same product 
cunrently being designed by the user (0074; 0086, lines 7-14; Fig 6B; Friedman 
illustrates three different panel(sides) of a card in which the user can click on any panel 
and selected panel will be displayed in an editable format.). 
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In regard to dependent claim 4, Friedman discloses the method of claim 2 
wherein the different template is a template for a different product (0094-0096; 
Friedman teaches that once changes to the card are accepted, the system 
automatically presents the user a different web page (template) to specify information 
related to the recipient. Friedman further teaches the user is provided a summary web 
page (template), which the user can edit any information or add or delete the card.)- 

In regard to dependent claim 5, Friedman discloses the method of claim 4 
wherein the template for the different product is created without user request (0094- 
0096; Friedman teaches that once changes to the card are accepted, the system 
automatically presents the user a different web page (template) to specify information 
related to the recipient. Friedman further teaches the user is provided a summary web 
page (template), which the user can edit any information or add or delete the card.). 

In regard to dependent claim 6, Friedman discloses the method of claim 5 
wherein the template for the different product is displayed to the user without user 
request {0094-0096] Friedman teaches that once changes to the card are accepted, 
the system automatically presents the user a different web page (template) to specify 
information related to the recipient. Friedman further teaches the user is provided a 
summary web page (template), which the user can edit any information or add or 
delete the card.). 



Application/Control Number: 10/679,028 



Art Unit: 2176 



Page 7 



In regard to dependent claim 7, Friedman discloses the method of claim 5 
further comprising providing a means whereby the user can initiate an order for the 
production of the different product (0099; Friedman teaches how a credit card 
transaction is used to produce and ship the order to the user.). 

In regard to independent claim 8, Friedman discloses a computer-implemented 
electronic product template method comprising (0126) 

receiving a user request to initiate a product design session using a selected 
template (0014, lines 1-7; Friedman discloses the user may selects any of a number of 
card templates stored in a database.), 

displaying the selected template to the aser (0014, lines 7-8), 
in response to user selection of one of the earlier product identifiers, associating 
at least one of the component element identifiers of the selected earlier product with 
the product description identifier and modifying the displayed template to reflect the 
change (0019, lines 1-9; Friedman teaches the modification to the card is viewed in a 
WYSIWYG format. It has been established and is well known to a person of ordinary 
skill in the art that the WYSIWYG format would allow the user to immediately view the 
modifications to the card as they are made.) 
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Friedman does not disclose expressly associating a product description identifier 
with a plurality of component element identifiers, each component element identifier 
identifying a component element of the selected template, 

displaying identifiers associated with one or more earlier products associated 
with the user, and 

However, Fuwa teaches associating a product description identifier with a 
plurality of component element identifiers, each component element identifier 
identifying a component element of the selected template (0038 - 0039; Fuwa teaches 
how products are classified into broad categories (product description identifier), and 
each category is classified into sub-categories (component element identifier),), 

displaying identifiers associated with one or more earlier products associated 
with the i/ser (0041 -0042; Fuwa teaches the customer management database stores 
information about customers who has order in the past, and the orders management 
database stores inforniation about the each order number and information about 
orders.), and 

Therefore, at the time of the invention, it would have been obvious to a person of 
ordinary skill in the art to combine Friedman with Fuwa for the benefit of associating a 
product description identifier (product categories) with component element identifiers 
(product sub-categories). 
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In regard to dependent claim 9, Friedman discloses the method of claim 8 
wherein the earlier product identifiers are thumbnail images of at least a portion of the 
earlier products (0072; 0086; Fig. 6A; Friedman teaches to facilitate selection and 
customization, card may be stored in a database as files in a thumbnail, intermediate 
and editable size.). 

In regard to dependent claim 10, Friedman discloses the method of claim 8 
wherein the earlier product identifiers are displayed in response to a user request 
(0086; Friedman teaches the user can select a card by clicking on the appropriate 
thumbnail image of the card.). 

In regard to independent claim 11, Friedman discloses a computer program 
comprising computer code (0126) adapted to 

receive a user request to initiate a product design session using a selected 
template (0014, lines 1-7; Friedman discloses the user may selects any of a number of 
card templates stored in a database.), 

display the selected template to the user (001 4, lines 7-8), 

provide one or more tools allowing the user to change at least one component 
element of the template (0014, lines 9-12; 0015, lines 10-11; Friedman discloses the 
user is able to customize the card by adding text, handwritten notes, graphics, 
photographs and scanned data to the card.), and 
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in response to each user change of a component element, associate the element 
identifier of the new component element with the product description identifier and 
modify the displayed template to reflect the change (0019, lines 1-9; Friedman teaches 
the modification to the card is viewed in a WYSIWYG format. It has been established 
and is well known to a person of ordinary skill in the art that the WYSIWYG format 
would allow the user to immediately view the modifications to the card as they are 
made.). 

Friedman does not disclose expressly associating a product description identifier 
with a plurality of component element identifiers, each component element identifier 
identifying a component element of the selected template. 

However, Fuwa teaches associating a product description identifier with a 
plurality of component element identifiers, each component element identifier 
identifying a component element of the selected template (0038 - 0039; Fuwa teaches 
how products are classified into broad categories (product description identifier), and 
each category is classified into sub-categories (component element identifier).). 

Therefore, at the time of the invention, it would have been obvious to a person of 
ordinary skill in the art to combine Friedman with Fuwa for the benefit of associating a 
product description identifier (product categories) with component element identifiers 
(product sub-categories). 
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In regard to dependent claim 12, Friedman does not disclose expressly the 
computer program of claim 1 1 further comprising computer code adapted to use at 
least some of the element identifiers associated with the product description identifier 
as element identifiers of a different template and display tiie different template to the 
user 

However, Fuwa teaches the computer program of claim 11 further comprising 
computer code (01 27) adapted to use at least some of the element identifiers 
associated with the product description identifier as element identifiers of a different 
template and display the different template to the wser (0038; Fig. 2; 0044; Fig. 3; Fuwa 
teaches/illustrates how sub-categories (element identifiers) of one template can be 
used as a sub-category on a different template.). 

Therefore, at the time of the invention, it would have been obvious to a person of 
ordinary skill in the art to combine Friedman with Fuwa for the benefit of associating a 
product description identifier (product categories) with component element identifiers 
(product sub-categories). 

In regard to independent claim 13, Friedman discloses a computer program 
comprising computer code (0126) adapted to 
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receive a user request to initiate a product design session using a selected 
template (0014, lines 1-7; Friedman discloses the user may selects any of a number of 
card templates stored in a database.), 

display the selected template to the t/ser (0014, lines 7-8), 

in response to user selection of one of the earlier product identifiers, associate at 
least one of the component element identifiers of the selected earlier product with the 
product description identifier and modifying the displayed template to reflect the 
change (0019, lines 1-9; Friedman teaches the modification to the card is viewed in a 
WYSIWYG format. It has been established and is well known to a person of ordinary 
skill in the art that the WYSIWYG format would allow the user to immediately view the 
modifications to the card as they are made.). 

Friedman does not disclose expressly associating a product description identifier 
with a plurality of component element identifiers, each component element identifier 
identifying a component element of the selected template, 

displaying identifiers associated with one or more earlier products associated 
with the user, and 

However, Fuwa teaches associating a product description identifier with a 
plurality of component element identifiers, each component element identifier 
identifying a component element of the selected template (0038 - 0039; Fuwa teaches 
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how products are classified into broad categories (product description identifier), and 
each category is classified into sub-categories (component element identifier).). 

displaying identifiers associated with one or more earlier products associated 
with the user (0041 -0042; Fuwa teaches the customer management database stores 
information about customers who has order in the past, and the orders management 
database stores information about the each order number and information about 
orders.), and 

Therefore, at the time of the invention, it would have been obvious to a person of 
ordinary skill in the art to combine Friedman with Fuwa for the benefit of associating a 
product description identifier (product categories) with component element identifiers 
(product sub-categories). 
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Conclusion 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to James J. Debrow whose telephone number is 571-272- 
5768. The examiner can normally be reached on 8:00-5:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Heather Herndon can be reached on 571-272-4136. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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